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U.S. A Corporation.

Cora Moor head, Trademark Exam ning Attorney, Law Ofice 102 (Myra
Kur zbard, Managi ng Attorney).

Before Ci ssel, Hanak and Hohein, Adm nistrative Trademark Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Nanao U.S. A Corporation has filed an application to
regi ster the mark "FLEXCOLOR' for "cathode ray tube (CRT)
monitors for conputers and tel evision sets."?!

Fol | owi ng publication and i ssuance of a notice of
al l ownance for such mark and goods, applicant submtted a tinely

statenent of use which alleges dates of first use for the goods

! Ser. No. 74/319,375, filed on October 2, 1992, which alleges a bona
fide intention to use the mark i n comrerce.
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set forth in the notice of allowance of Novenber 1, 1994. The
speci nens acconpanyi ng the statenent of use, however, show use of

the mark for a "Calibrator,"” specifically, a "D splay Col or
Calibrator". Because "[t]he specinens do not show use of the
mark for any goods identified in the statenent of use," the
Exam ning Attorney has required that "applicant ... submt three
speci mens showi ng use of the mark for the goods specified."?
Applicant, in response, submtted a proposed anmendnent
to identify the goods in its application as a "calibrator
assenbly for use with cathode ray tube (CRT), in nonitors and
television sets". In its acconpanying remarks, applicant
mai ntai ns that "substitute specinmens are no | onger required”
because the speci nens submtted with the statenent of use show
use of the mark "FLEXCOLOR' for the goods set forth in the

proposed amendnent . ?

2 The Examining Attorney, in connection therewith, also required that
applicant "verify, with an affidavit or declaration, ... that the

substitute specinens were in use in conmerce prior to the expiration
of the tinme allowed to the applicant for filing a statenent of use.”

3 Curiously, applicant offered no corresponding amendnent to its
statenment of use, which consequently continues to identify its goods
as set forth in the notice of allowance, nanely, "cathode ray tube
(CRT) nmonitors for conputers and television sets". Trademark Rul e
2.88(i)(1) provides, however, that "[t]he goods or services specified
in a statenent of use nust conformto those goods or services
identified in the notice of allowance" and recommends, to avoid the
probl em presently faced by applicant, that "[a]n applicant may
specify the goods or services [in the statenent of use] by stating
'those goods or services identified in the notice of allowance' or,
if appropriate, 'those goods or services identified in the notice of
al | owmance except * * *' followed by an identification of the goods or
services to be deleted."” Nevertheless, for purposes of this appeal,
we will assune that applicant intends to delete all goods identified
in the notice of allowance except for, arguably, a "calibrator
assenbly for use with cathode ray tube (CRT), in nonitors and

tel evision sets," thereby conform ng the goods identified in the



Ser. No. 74/ 319, 375

Regi stration has been finally refused under Section
1(d) (1) of the Trademark Act, 15 U.S. C. 81051(d)(1), on the
ground that applicant has failed to conply with the requirenent
that it "submt substitute speci nens show ng use of the mark for
[the] goods specified" "in the notice of allowance and in the
statenent of use as originally filed". Specifically, in this
regard, the Exam ning Attorney further states in her final

refusal that (enphasis added):

The speci nens are unacceptabl e as
evi dence of actual service mark use because
t hey do not show use of the mark in commerce
on goods identified in the notice of
al l onance. The applicant's [proposed]
anendnent to its identification of goods
clause i s an unacceptable resolution to the
requi renent that the applicant submt
accept abl e speci nens.

Appl i cant has appeal ed. Briefs have been filed,* but
an oral hearing was not requested. W affirmthe refusal to
register.

Applicant, correctly noting that when filing a

statenent of use, the application nay be anended to delete itens

statenment of use to those identified in the proposed anmendnent to the
application.

“ While applicant, in its brief, accurately observes, anong ot her
things, that the final refusal states that the specinens are
unaccept abl e as evi dence of actual "service" mark use when, in fact,
its application involves goods and thus seeks to register a
trademark, the Exam ning Attorney, in her brief, reasonably notes
that it is clear fromthe context of the final refusal that

regi strati on has been refused because the specinens fail to show
actual trademark use for the goods set forth in the application and
that, accordingly, the word "service" is sinply a typographica
error.
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5

or tolimt the identification of goods or services,” argues

t hat :

The Notice of Allowance for this
application identified Applicant's goods as
"cat hode ray tubes [sic] (CRT) nonitors for
conputers and television sets.” In [its]
Amendnent of Septenber 18, 1995 Appli cant
amended this identification of goods to:
"cal i brator assenbly for use with cathode ray
tubes [sic] (CRT)[,] in nmonitors and
televisions [sic] sets.” The calibrator
assenbly for CRT's is a subset of the general
category of CRT's. As such, the proposed
Amendnent is a limtation of the
identification of goods in the Notice of
Al |l owance, which is expressly permtted by
the rules. .... The Anendnent should
therefore be allowed. If so, the submtted
speci nens woul d be acceptable. No substitute
speci nens or Declaration were therefore
necessary. The Statenent of Use therefore
shoul d have been accepted, and the
Appl i cation passed to registration.

Not hing in the advertising literature submtted with applicant's
statenment of use,® however, supports applicant's assertion that

"[t]he calibrator assenbly for CRT's is a subset of the genera

®> Al'though Trademark Rule 2.88(c) states, in pertinent part, that
"[t]he statenment of use may be filed only when the applicant has made
use of the mark in comerce on or in connection with all of the goods
or services, as specified in the notice of allowance, for which
applicant will seek registration in that application, unless the
statenment of use is acconpanied by a request in accordance with §
2.87 to divide out fromthe application the goods or services to

whi ch the statenment of use pertains,” Trademark Rule 2.88(f)

provides, in relevant part, that "[t]he statenent of use may be
anended in accordance with 88 2.59 and 2.71 through 2.75." In
particular, Trademark Rule 2.71(b) specifies that "[t]he
identification of goods or services may be anended to clarify the
identification, but additions will not be permtted.”

® Applicant's statement of use al so included copies of what appear to
be packaging for applicant's calibrators. |In viewthereof, the

Exam ning Attorney was careful to state in her brief that "the

speci nmens of record are [otherw se] acceptabl e because they show use
of the mark on boxes in which the goods are shipped.”
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"7 In fact, applicant's advertising brochures,

category of CRT' s.
whi ch descri be various nodels and features of its display
nmonitors, make no nention of either a "calibrator assenbly" or
the mark "FLEXCOLOR'. Instead, such literature nmakes references
only to applicant's "FLAT SCREEN CRT MONI TORS," which it offers
under the "FlexScan" mark; its "Flexible Scanning Intelligent
Color Monitor"; and its "Fl exScan® Monitor Famly". None of such
products, however, is a calibrator assenbly or "D splay Col or
Calibrator"” as shown on the specinens submtted with the
statenent of use.

The Exam ning Attorney maintains that applicant's
proposed anendnent does not obviate the requirenent for
substitute speci nens since, contrary to applicant's assertion
that a "calibrator assenbly for use with cathode ray tube (CRT)
in nmonitors for conputers and television sets" is a "subset"” of
"cat hode ray tube (CRT) nonitors for conputers and tel evision

sets,” the forner is outside the scope of the latter. As such,
the Exam ning Attorney contends that applicant's proposed
anendnent of the identification of goods is an inperm ssible
addition, rather than a clarification or limtation, and thus

verified substitute speci nens are necessary.

"W judicially notice, for instance, that The American Heritage
Dictionary of the English Language (3rd ed. 1992) at 1791 defi nes
"subset” as "[a] set contained within a set" and at 1651 defines
"set," in relevant part, as "1. A group of things of the sane kind
that bel ong together and are so used: a chess set." Thus, it is
clear that, in ordinary parlance, a calibrator assenbly is sinply not
a category, type or "subset" of cathode ray tubes.
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In particular, while conceding that if the Board "finds
that applicant's proposed anmendnent to the identification of
goods clause is perm ssible, then the specinens of record are

acceptable,” the Exam ning Attorney urges that "[c]alibrators and

di splay color calibrators,” which are the goods described by the
speci nens, "are not logically within the scope of the original
identification." 1In this regard, the Exam ning Attorney asserts

that a cathode ray tube is defined in the Dictionary of Conputer

Wrds (1995) at 37 as "[t]he basic elenent in standard conputer

monitors and television sets" and in Spenser's ||l ustrated

Conmputer Dictionary (1995) at 61 as "the picture tube of the

standard conputer display screen." ®

The Exam ni ng Attorney,
however, also points out that "[t]he record does not include any
information as to the nature of a calibrator assenbly, nor has
the exam ning attorney found an authoritative definition outside
the record as to the nature of this item" Neverthel ess, she
insists that the requirement for verified substitute specinens is

proper because:

8 I'nasnuch as the Board may properly take judicial notice of
dictionary definitions, including definitions in technical reference
wor ks, we have consi dered the above definitions, which were set forth
by the Exami ning Attorney for the first time in her brief. See,

e.g., Inre Hartop & Brandes, 311 F.2d 249, 135 USPQ 419, 423 (CCPA
1962); Hancock v. American Steel & Wre Co. of New Jersey, 203 F.2d
737, 97 USPQ 330, 332 (CCPA 1953) and University of Notre Danme du Lac
v. J. C. Gournet Food Inports Co., Inc., 213 USPQ 594, 596 (TTAB
1982), aff’'d, 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983).
Furthernore, while we note that the definition fromthe Dictionary of
Conputer Wrds is accurate, the definition from Spencer's Illustrated
Conmputer Dictionary set forth above actually pertains to the
definition of the acronym"CRT," with the term nol ogy "cathode ray
tube (CRT)" being defined in such publication at 43 as an
"[e]lectronic tube with a screen upon which information may be

di spl ayed. "
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[ C] at hode ray tubes and cali brator
assenblies are different itens; and ... the
proposed anendnment is a substitution of the
goods whi ch does not include goods that are
logically within the scope of the
identification. .... Because the
applicant's proposed anendnent to the
identification of goods clause is a
substitution of goods, because it does not
clarify or limt those goods identified in
the notice of allowance and statenent of use
[as originally filed], and because acceptance
of the anmendnent woul d necessitate
reexam nation of the application and
republication of the mark for opposition, it

is not, therefore, an acceptable anendnent to
the instant application ....

While, like the Exam ning Attorney, we have been unabl e
to find an authoritative definition of a calibrator assenbly, the
followng definitions of "calibration,” "calibrate" and
"assenbl y" nevertheless tend to shed sone Iight on the nature and
use of a calibrator assenbly:?®

(1) "CALIBRATION," which Van Nostrand's
Scientific Encycl opedia (8th ed. 1995) at 507
di scusses by noting that, "[with reference
to industrial and scientific instrunents, the
| nstrunent Soci ety of America defines
calibrate as follows: ... 2. To adjust the
out put of a device, to bring it to a desired
value, within a specified tolerance, for a
particul ar value of the input ...";

(i) "calibration," which the | BM
Dictionary of Conputing (1994) at 82 defines
as "[t] he adjustnent of a piece of equipnent

° W also judicially notice, in this regard, that The Conputer Desktop
Encycl opedi a (1996) at 553 sets forth a definition of "nonitor
calibrator™ as "[a] hand-held device that is placed over the screen

of a nmonitor and 'reads' the colors.”
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so that it nmeets normal operational standards

(iii) " calibrate,"” which The Anerican
Heritage Dictionary of Science (1986) at 84
sets forth as neaning "to determ ne, check
or adjust the scale of (a thernoneter, gauge,
or other measuring instrunent). Calibrating
is usually done by conparison with a standard
i nstrunment”;

(ti1) "calibrate,” which the MG aw Hi |
Dictionary of Scientific & Technical Terns
(3rd ed. 1984) at 238 lists as neaning "[t]oO
determ ne, by neasurenent or conparison with
a standard, the correct value of each scale
reading on a neter or other device, or the
correct value for each setting of a contro
knob"; and

(tv) "assenbly,” which the MG awHil |l
Dictionary of Scientific & Technical Terns
(3rd ed. 1984) at 113 defines as "[a] unit
cont ai ni ng the conponent parts of a
mechani sm machine or simlar device.

In addition, we judicially notice the foll ow ng
definitions of "cathode ray tube (CRT)," "CRT" and "nonitor,"
whi ch have a bearing on the nature and use of applicant's goods,
both as identified in the notice of allowance and as set forth in
t he proposed anendnent:

(i) "cathode ray tube (CRT)," which
Que's Conputer User's Dictionary (5th ed.
1994) at 80 describes as connoting, "[i]n a
conputer nonitor, a vacuum tube that uses an
el ectron gun (cathode) to emt a beam of
el ectrons that illum nates phosphors on-
screen as the beam sweeps across the screen
repeatedly. The conputer nonitor is often
called a CRT. The sane technology is used in
television. See nonitor ...";

(1i) "CRT," which The Conputer Desktop
Encycl opedi a (1996) at 183 sets forth as
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connoting "(Cathode Ray Tube) A vacuum tube
used as a display screen in a video term nal
or TV. The termoften refers to the entire
nmonitor rather than just the tube itself.
Years ago, CRT was the popular termfor the
di spl ay screen. Today, nonitor is the
preferred term See ... nonitor";

(tit) "CRT," which The Dictionary of
Conmputer Gaphics & Virtual Reality (2nd ed.
1995) at 30 |lists as neaning "Cat hode Ray
Tube; common el ement for displays, using a
beam of el ectrons, electrostatically or
el ectromagnetically deflected, to excite a
phosphor on the inner surface of a glass
facepl ate of an evacuated tube. .... The
CRT is one elenent of a CRT display or
moni tor al so having a case, chassis, power
supply, and control electronics”;

(tv) "nmonitor," which Que's Conputer
User's Dictionary (5th ed. 1994) at 320

defines as "[t] he conplete device that
produces an on-screen display, including al
necessary internal support circuitry. A
monitor is also called a video display unit
(VvDU) or cathode-ray tube (CRT)";

(v) "nmonitor," which The Conputer
Deskt op Encycl opedia (1996) at 553 sets forth
as connoting "[a] display screen used to
present output froma conmputer, canera, VCR
or other video generator"”; and

(vi) "monitor," which the Dictionary of
Conmputer Words (1995) at 179 lists as neaning
"[t] he display screen of a conputer and the
case in which it is contained."”

We agree with the Exam ning Attorney that substitute
speci nens are necessary inasnmuch as the proposed anendnent, which
identifies applicant's goods as a "calibrator assenbly for use
wi th cathode ray tube (CRT), in nonitors and television sets,"

anmpunts to a substitution, rather than a clarification or
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l[imtation, of the goods as set forth in the notice of allowance,
nanmel y, "cathode ray tube (CRT) nonitors for conputers and
television sets". Contrary to applicant's unsupported assertions
that the former is a "subset" of the latter,'® a "calibrator
assenbl y" for use with cathode ray tube conputer nonitors and
television sets is, onits face, a different itemwhich is not
enconpassed by the | anguage "cathode ray tube nonitors for
conputers and television sets" listed in the notice of allowance.
Sinply stated, the specinens, applicant's advertising literature
and the dictionary definitions make it plain that a calibrator
assenbly is not a nonitor; rather, it is a product or assenbly
utilized to calibrate a nonitor. As such, the former is outside

the scope of the latter. Thus, specinens showi ng use of the mark

0 Al t hough not argued by applicant, there is nothing in the record
whi ch indicates that applicant's calibrator assenbly is sold as a
conponent of its cathode ray tube nonitors for computers and

tel evision sets, nor is such clear fromthe |anguage of the proposed
amendnment to the identification of goods. TMEP Section 804.08(b),
which is entitled "Goods VWhich Are Conponents or Ingredients,”
provides in relevant part that:

When a mark is used to identify only a conponent or
i ngredi ent of a product, and not the entire product, the
identification should precisely set forth the conponent or
ingredient. In other words, when it is clearly indicated
by the specinmens or other material in the record that the
mark relates only to a distinguishable part, conponent or
i ngredi ent of a conposite or finished product, then the
application should precisely describe that conponent or

i ngredi ent as the goods so that there will be no doubt
that the mark refers only to one part and not the entire
pr oduct .

Here, however, the specinens submtted with the statenent of use show
that the mark "FLEXCOLOR' pertains to a separate product, nanely, a
"Di splay Color Calibrator,” and that such a calibrator assenbly is
not sold as a conponent of any of applicant's cathode ray tube

moni tors for conputers and tel evision sets.

10
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"FLEXCOLOR' for a display color calibrator assenbly are not
accept abl e; instead, substitute specinens denonstrating use of
such mark for cathode ray tube (CRT) nonitors for conputers and
tel evision sets are required.

Decision: The refusal to register under Section
1(d) (1), in view of the failure to conply with the requirenent

for verified substitute specinens, is affirned.

R F. G ssel

E. W Hanak

G D. Hohein
Adm ni strative Tradenmark Judges,
Trademark Trial and Appeal Board
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